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DETAILED ACTION 
Election/Restrictions 

1 . Restriction is required under 35 U.S.C. 121 and 372. 

This application contains tine following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCI Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 
Group 1, claim(s) 19-23, 35 and 36, drawn to a product. 
Group 2, claim(s) 24-34, drawn to a process. 

2. The inventions listed as Groups 1 and 2 do not relate to a single general 
inventive concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the 
same or corresponding special technical features for the following reasons: Claims 1-36 
lack unity of invention a posteori because the common technical feature is not a 
contribution over the prior art as evidenced by Hale et al (US 3,454,457). Hale et al (US 
3,454,457) discloses an original matrix comprising a wood member with a surface 
structure (col. 3, lines 5-20. The fabrication of a primary matrix in the fabrication process 
of a decorative laminate is a product-by-process limitation. 

"Even though the product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability of 
a product does not depend on its method of production. If the product in the product-by- 
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process claim is the same as or obvious from a product of tlie prior art, tlie claim is 
unpatentable even though the prior product was made by a different process." (In re 
Thorpe, 227 USPQ 964,966) Once the Examiner provides a rationale tending to show 
that the claimed product appears to be the same or similar to that of the prior art, 
although produced by a different process, the burden shifts to applicant to come forward 
with evidence establishing an unobvious difference between the claimed product and 
the prior art product (In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 
1983), MPEP2113). 

3. During a telephone conversation with David Roche on 4/23/2009 a provisional 
election was made without traverse to prosecute the invention of Group 1 , claims 19-23, 
35 and 36. Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 24-34 are withdrawn from further consideration by the examiner, 
37 CFR 1 .142(b), as being drawn to a non-elected invention. 

4. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(1). 
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5. The examiner has required restriction between product and process claims. 
Where applicant elects claims directed to the product, and the product claims are 
subsequently found allowable, withdrawn process claims that depend from or otherwise 
require all the limitations of the allowable product claim will be considered for rejoinder. 
AN claims directed to a nonelected process invention must require all the limitations of 
an allowable product claim for that process invention to be rejoined. 

In the event of rejoinder, the requirement for restriction between the product 
claims and the rejoined process claims will be withdrawn, and the rejoined process 
claims will be fully examined for patentability in accordance with 37 CFR 1 .104. Thus, to 
be allowable, the rejoined claims must meet all criteria for patentability including the 
requirements of 35 U.S.C. 101, 102, 103 and 112. Until all claims to the elected product 
are found allowable, an otherwise proper restriction requirement between product 
claims and process claims may be maintained. Withdrawn process claims that are not 
commensurate in scope with an allowable product claim will not be rejoined. See MPEP 
§ 821 .04(b). Additionally, in order to retain the right to rejoinder in accordance with the 
above policy, applicant is advised that the process claims should be amended during 
prosecution to require the limitations of the product claims. Failure to do so may result 
in a loss of the right to rejoinder. Further, note that the prohibition against double 
patenting rejections of 35 U.S.C. 121 does not apply where the restriction requirement 
is withdrawn by the examiner before the patent issues. See MPEP § 804.01 . 
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Drawings 

6. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they include the following reference character(s) not mentioned in the 
description: #21 and #22. Corrected drawing sheets in compliance with 37 CFR 

1 .121 (d), or amendment to the specification to add the reference character(s) in the 
description in compliance with 37 CFR 1 .121(b) are required in reply to the Office action 
to avoid abandonment of the application. Any amended replacement drawing sheet 
should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. Each drawing sheet submitted after the filing 
date of an application must be labeled in the top margin as either "Replacement Sheet" 
or "New Sheet" pursuant to 37 CFR 1.121 (d). If the changes are not accepted by the 
examiner, the applicant will be notified and informed of any required corrective action in 
the next Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 19-23, 35 and 36 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Hale et al (US 3,454,457). 
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Regarding claim 19, Hale et al (US 3,454,457) discloses an original matrix 
comprising a wood member (master caul of wood) (col. 3, lines 5-20) with a surface 
structure (impressed pattern) (col. 3, lines 5-20). The fabrication of a primary matrix in 
the fabrication process of a decorative laminate for a panel is a process limitation in a 
product claim. 

"Even though the product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability of 
a product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." (In re 
Thorpe, 227 USPQ 964,966) Once the Examiner provides a rationale tending to show 
that the claimed product appears to be the same or similar to that of the prior art, 
although produced by a different process, the burden shifts to applicant to come forward 
with evidence establishing an unobvious difference between the claimed product and 
the prior art product (In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 
1983), MPEP2113). 

Regarding claim 20, Hale et al (US 3,454,457) discloses a production matrix 
(kraft paper sheets) comprising a surface structure (impressed pattern) (col. 3, lines 5- 
20) where the surface structure (impressed pattern) is pressed into the production 
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matrix (kraft paper sheets) (col. 3, lines 29-46). The fabrication of a decorative laminate 
for a panel is a process limitation in a product claim and is treated as noted above. 

Regarding claim 21, Hale et al (US 3,454,457) discloses the production matrix 
comprising four sheets of kraft paper where the sheets make up the core of the 
production matrix (col. 3, lines 29-46). The kraft paper sheets make up the core of the 
production matrix in that they are impregnated in a resin. 

Regarding claim 22, Hale et al (US 3,454,457) discloses the production matrix 
(kraft paper sheets) having the surface structure (impressed pattern) on both sides (col. 
3, lines 5-20; col. 3, lines 29-46). 

Regarding claim 23, Hale et al (US 3,454,457) discloses the production matrix 
(kraft paper sheets) further comprising an overlay (col. 3, lines 47-57). 

Regarding claim 35, Hale et al (US 3,454,457) discloses a decorative laminate 
with a pressed surface structure (impressed pattern) (col. 3, lines 47-57; col. 3, lines 29- 
46). The pressing of the surface structure by the method of claim 24 is a process 
limitation in a product claim and is treated as noted above. 

Regarding claim 36, Hale et al (US 3,454,457) discloses a decorative laminate 
with a pressed surface structure (impressed pattern) (col. 3, lines 47-57; col. 3, lines 29- 
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46). The pressing of tlie surface structure by tine metlioci of clainn 24 is a process 
limitation in a product claim and is treated as noted above. The panel is a preamble 
limitation. 

Regarding the limitation(s) "panel", the Examiner notes that the panel limitation is 
a preamble limitation which does not set forth any structure, but merely state(s) the 
purpose or intended use of the invention. As stated in the MPEP, "if the body of a claim 
fully and intrinsically sets forth all of the limitations of the claimed invention, and the 
preamble merely states, for example, the purpose or intended use of the invention, 
rather than any distinct definition of any of the claimed invention's limitations, then the 
preamble is not considered a limitation and is of no significance to claim 
construction. Pitney Bowes, Inc. v. Hewlett-Packard Co., 182 F.3d 1298, 1305, 51 
USPQ2d 1161, 1165 (Fed. Cir. 1999). See also Rowev.Dror, 112F.3d 473, 478,42 
USPQ2d 1550, 1553 (Fed. Cir. 1997) ("where a patentee defines a structurally complete 
invention in the claim body and uses the preamble only to state a purpose or intended 
use for the invention, the preamble is not a claim limitation") (MPEP 21 1 1 .02 - 
emphasis added). In the instant case, the decorative laminate with a pressed surface 
structure are limitations, but its use as a panel is not. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from tine 
examiner should be directed to SATHAVARAM I. REDDY whose telephone number is 
(571 ) 270-7061 . The examiner can normally be reached on 7:00 AM-4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kevin Bernatz, acting SPE for Carol Chaney can be reached on (571) 272- 
1 505. The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Kevin M Bernatz/ SATHAVARAM I REDDY 

Acting SPE of Art Unit 1 794 /SIR/ 
May 6, 2009 Examiner 

Art Unit 1794 



